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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1-16 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Slezak, U.S. Pat. No. 6,006,257 (hereinafter Slezak) in view of Morrison, U.S. Pat. 
No. 5,815,671 (hereinafter Morrison), Emura et al., U.S. Pre- Grant No. 
2002/0129371 A1 (hereinafter Emura) and Bacon et al., U.S. Pat. No. 6,212,278 B1 
(hereinafter Bacon). 

Regarding claim 1: Slezak discloses a method of presenting advertising 
in a subscriber broadcast system, the method comprising: 

offering an upgraded advertising service (see [cols. 3-4, II. 63-4], [col. 8, II. 
21-32] for offering upgraded advertising services); 
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receiving subscriptions to said upgraded advertising service (see [cols. 3- 
4, II. 63-4], [col. 8, II. 21-32], [col. 10, II. 59-60], [col. 11, II. 14-17] where selecting 
a full, half, or no charge subscribing for an upgraded advertising service); and 

receiving a plurality of video feeds including a plurality of advertisements 
(see [figs 4], [col. 5, II. 11-16], [col. 5, II. 42-54], [col. 11, II. 52-62] for system 
which receives a plurality of video feeds which include secondary programming 
such as advertisements). 

Slezak is silent regarding: delivering set top box computer program code 
to a plurality of set top boxes, each set top box being associated with an 
upgraded advertising service subscriber; providing indicators for at least two 
advertisements of said plurality of advertisements wherein said indicators include 
a priority level and a category for a corresponding advertisement; and 
broadcasting a video signal comprising program content, said plurality of 
advertisements, and said indicators for at least two advertisements of said 
plurality of advertisements to a plurality of set top boxes, wherein the set top box 
computer program code is to select one of the at least two advertisements based 
on said indicators. 

Morrison teaches: providing indicators for at least two advertisements of 
said plurality of advertisements wherein said indicators include a category for a 
corresponding advertisement (see [tbl.1], [col. 3, II. 32-55] for providing category 
data); and broadcasting a video signal comprising program content, said plurality 
of advertisements, and said indicators for at least two advertisements of said 
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plurality of advertisements to a plurality of set top boxes, wherein the set top box 
computer program code is to select one of the at least two advertisements based 
on said indicators (see [figs. 4a-4d], [figs 3a-3b], [tbl. 1], [col. 3, II. 16-63], [claim 
4] for broadcasting a video signal comprising said data to a plurality of receivers 
whereby instructions in the processor compare and select advertisements based 
on indicators). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide: advertisement indicators which include 
corresponding advertisement data for insertion determination; and broadcasted 
video signals containing said content fitted for targeted advertising, as taught in 
Morrison, when creating a subscriber broadcast system, as taught in Slezak, 
because this is a well known way of targeting specific subscriber groups (see 
Morrison [abstract]). 

Morrison however does not explicitly teach including a priority level in said 
indicator. 

Emura teaches assigning priority levels to advertisement content as in the 
form of importance indicators (see [151], [550], [551]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include an indication of the priority of the content, as 
taught in Emura, when providing other information such as category information, 
as taught in Morrison, because priority information can allow content of a specific 
priority to be transferred according to a current need (see [551]). 
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Bacon teaches delivering set top box computer program code to a plurality 
of set top boxes (see [abstract] for a reprogrammable subscriber terminal 
capable of receiving downloads of new program code from the headend). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to enable a set top box to receive new code, as taught in 
Bacon, when providing code designed to provide subscribers with upgraded 
advertising service, as taught in Slezak, because it's advantageous to be able to 
reprogram subscriber terminals to change parameters or add new features (see 
[col. 1,11.59-63]). 

Regarding claim 2: The combined teachings of Slezak, in view of 
Morrison, Emura and Bacon, teach further comprising: receiving a request for an 
advertising category from at least one subscriber of said plurality of subscribers 
(see [col. 3-4, II. 63-4], [col. 8, II. 24-32] for selecting a category of 
advertisements). 

Regarding claim 4: Slezak does not explicitly teach downloading an 
advertisement and corresponding indicator to local storage of a set top box. 

Morrison teaches downloading an advertisement and corresponding 
indicator to local storage of a set top box (see [fig. 2, 28], [col. 3, II. 16-34] where 
primary and secondary materials are downloaded to the receiver's storage for 
subsequent retrieval). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide the ability to download advertisement contents 
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to the receiver storage, as taught in Morrison, when delivering a subscriber 
broadcast system, as taught in Slezak, because the user may not wish to view 
the incoming materials the moment they are received (see Morrison [col. 1 , II. 57- 
67]). 

Regarding claim 5: The combined teachings of Slezak, in view of 
Morrison, Emura and Bacon, teach further comprising: selecting said plurality of 
advertisements based upon demographic characteristics of said plurality of set 
top boxes (see Slezak: [title], [col. 1, II. 31-51], [col. 2, II. 15-18] for selecting 
secondary programming such as advertisements based upon the viewer 
demographics). 

Regarding claim 6: The combined teachings of Slezak, in view of 
Morrison, Emura and Bacon, teach a method for displaying user selected 
advertising in a subscriber broadcast system, the method comprising: 

requesting a category of advertisement from a plurality of advertisement 
categories, the category being selected by a subscriber (see [col. 3-4, II. 63-4], 
[col. 8, II. 24-32] for selecting a category of advertisements); 

receiving a video signal comprising program content, a standard 
advertisement, and an advertisement indicator, wherein said advertisement 
indicator indicates a priority level and a category value for an advertisement 
corresponding to the category (see Morrison: [tbl. 1], [col. 3, II. 16-55] for 
program, ads, indicators and category information; Emura: [151], [550], [551] for 
priority indicators); 
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determining if said standard advertisement may be replaced with an 
upgraded advertisement (see Slezak: [cols. 3-4, II. 63-4], [col. 8, II. 21-32]); 

accessing upgraded advertisement content if it is determined that said 
standard advertisement may be replaced with an upgraded advertisement; and 
displaying said upgraded advertisement content if it is determined that said 
standard advertisement may be replaced with an upgraded advertisement (see 
Slezak [cols. 3-4, II. 63-48] where additional advertising content is added or 
removed based on user determination and displayed to the user). 
3. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Slezak, in 
view of Morrison, Emura, Bacon and Eldering et al., U.S. Pre- Grant Pub. 
2002/0083443 A1 (hereinafter Eldering). 

Regarding claim 3: Slezak does not explicitly teach broadcasting an 
advertising indicator that includes a network address for an advertisement that 
can be accessed across a network. 

Eldering teaches broadcasting an advertising indicator that can be 
retrieved using a network address (see [abstract], [6], [31], [67]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include a broadcast a network address as a form of 
pointer or advertising indicator, as taught in Eldering, when broadcasting said 
indicators, as taught in Slezak, because this would allow for more space to be 
reserved for storing non-advertisement contents in local storage. 
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4. Claims 7 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Slezak in view of Emura and Dudkiewicz et al., U.S. Pat. No. 6,973,665 B2 
(hereinafter Dudkiewicz). 

Regarding claims 7: Slezak discloses an upgraded advertising 
production system comprising: a processor (see [col. 7, II. 26-40] for a cpu); an 
advertisement detector receiving a video feed comprising program content and 
advertising (see [cols. 3-4, II. 63-13] where it inherently is capable of having a 
detector to detect an advertising period in a video feed in that it is able to control 
the amount of advertising displayed); a channel multiplexer that receives said 
program content, at least one advertisement and that formats said program 
content, said advertisement (see [fig. 10], [col. 3, II. 29-32], [col. 6, II. 25-47], [col. 
10, II. 52-66]); and a transmitter that transmits said program content, said 
advertisement (see [fig. 4, 96], [col. 7, II. 54-65], [col. 11,11. 52-67]) but does not 
teach using advertisement indicators or wherein said advertisement indicator 
includes a priority level and category for a corresponding advertisement. 

Dudkiewicz teaches using programming indicators which include category 
indicators to describe the program and an editor that can create, modify, and 
delete metadata containing indicator information for at least one programming 
indicator associated with the programming contained in said video feed (see 
[cols. 13-14, II. 66-36]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide the ability to modify programming indicators, as 
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taught in Dudkiewicz, when delivering programming, in the form of 
advertisements with the ability to target, as taught in Slezak, because this 
provides a means for users with proper access to add, delete or change 
descriptive information to better describe the programming content (see [cols. 13- 
14, II. 66-36]). 

Dudkiewicz however does not explicitly teach including a priority level as 
an indicator. 

Emura teaches assigning priority levels to advertisement content as in the 
form of importance indicators (see [151], [550], [551]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include an indication of the priority of the content, as 
taught in Emura, when providing other information such as category information, 
as taught in Dudkiewicz, because priority information can allow programming of 
high importance to be delivered to the viewer in a more effective manner (see 
[551]). 

Regarding claims 14: Slezak discloses an upgraded advertising 
production system comprising: processing means (see [col. 7, II. 26-40] for a 
cpu); means for detecting an advertising period in a video feed (see [cols. 3-4, II. 
63-13] where it inherently is capable of detecting an advertising period in a video 
feed in that it is able to control the amount of advertising displayed); multiplexer 
means that receive said edited video feed and accesses advertising content and 
that formats said edited video feed and said advertising content for transmission 



Application/Control Number: 10/688,075 Page 10 

Art Unit: 2623 

(see [fig. 10], [col. 3, II. 29-32], [col. 6, II. 25-47], [col. 10, II. 52-66]); and 
transmission means that transmits said edited video feed and said advertising 
content (see [fig. 4, 96], [col. 7, II. 54-65], [col. 11, II. 52-67]). 

Slezak does not explicitly disclose an advertisement indicator which is 
used associated with the advertisement. 

Dudkiewicz teaches using programming indicators which include category 
indicators to describe the program and an editor that can create, modify, and 
delete metadata containing indicator information for at least one programming 
indicator associated with the programming contained in said video feed (see 
[cols. 13-14, II. 66-36]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide the ability to modify programming indicators, as 
taught in Dudkiewicz, when delivering programming, in the form of 
advertisements with the ability to target, as taught in Slezak, because this 
provides a means for users with proper access to add, delete or change 
descriptive information to better describe the programming content (see [cols. 13- 
14, II. 66-36]). 

Dudkiewicz however does not explicitly teach including a priority level as 
an indicator. 

Emura teaches assigning priority levels to advertisement content as in the 
form of importance indicators (see [151], [550], [551]). 
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At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include an indication of the priority of the content, as 
taught in Emura, when providing other information such as category information, 
as taught in Dudkiewicz, because priority information can allow programming of 
high importance to be delivered to the viewer in a more effective manner (see 
[551]). 

5. Claims 8, 9, 1 2, 1 3 and 1 5 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Slezak in view of Morrison and Emura. 

Regarding claims 8 and 15: Slezak discloses a set top box that 
selectively displays upgraded advertising comprising: a processor (see [col. 8, II. 
5-10] for a cpu); an audio/video processor that outputs audio and video signals to 
a display unit (see [col. 3, II. 45-52], [col. 4, II. 45-48], [col. 8, II. 1-17]); and a 
tuner controlled by said processor that receives a video input (see [col. 8, II. 13- 
14] for an NTSC tuner) but does not teach receiving a video input comprising 
program content wherein the program content comprises a first advertisement, a 
first advertisement indicator, a second advertisement, and a second 
advertisement indicator wherein said first advertisement indicator and said 
second advertisement indicator both identify a category of the advertisement and 
a priority level; a first computer program code operating on said processor that 
detects said first advertisement indicator and said second advertisement 
indicator and compares the category of said first advertisement and the category 
of said second advertisement to a stored category value and that compares the 
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priority level of said first advertisement with the priority level of said second 
advertisement and that selects said first advertisement unless the category of 
said second advertisement corresponds to said stored category value and the 
priority level of said second advertisement is greater than or equal to said priority 
level of said first advertisement; and second computer program code that 
provides said first advertisement to said audio/video processor if said first 
advertisement is selected and that accesses and provides said second 
advertisement to said audio/video processor if said second advertisement is 
selected. 

Morrison teaches a tuner controlled by said processor that receives a 
video input comprising program content wherein the program content comprises 
at least a first advertisement, a first advertisement indicator, a second 
advertisement, and a second advertisement indicator wherein said first 
advertisement indicator and said second advertisement indicator include a 
category of the advertisement (see [tbl.1], [fig. 2 item 12], [col. 3, II. 16-55], [col. 
5, II. 1-14] see where at multiple ads are received each having indicators (which 
would includes first and second indicators) which are matched with the 
categories as provided in [tbl. 1] to be inserted when appropriate); a first 
computer program code operating on said processor that detects said first 
advertisement indicator and said second advertisement indicator and compares 
the category of said first advertisement and the category of said second 
advertisement to a stored category value and that selects said first advertisement 
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unless the category of said second advertisement is in agreement with said 
stored category value (see [fig. 5], [col. 3, II. 16-55], [cols. 5-6, II. 67-5] where 
[figs. 5 and 6] lays out portions of a program process which selects said 
advertisement to be inserted); second computer program code that provides said 
first advertisement to said audio/video processor if said first advertisement is 
selected and that accesses and provides said second advertisement to said 
audio/video processor if said second advertisement is selected (see [fig. 2], [fig. 
6], [col. 4, II. 2-13], [cols. 5-6, II. 67-5] for a device which has portions of 
programming which enables it to select based on category, and then to display 
contents audio and video through insertion). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide: a tuner which is controllable; advertisement 
indicators which contain characteristics of the incoming advertisement contents; 
and code that is able to make use of the incoming indicator information by 
comparing said information, as taught in Morrison, when delivering a subscriber 
broadcast system, as taught in Slezak, because a tuner must be controlled by a 
processing device and it is common for such a controlled tuner to be capable of 
receiving contents which contain coded items such as indicators and said tuner 
(see [col. 3, II. 5-15]), furthermore it would be expected that some program is 
necessary to detect and process said indicators in order to create some order 
amongst the incoming material based on included category and priority 
information (see Morrison [col. 1 , II. 62-67], [col. 5, II. 67 - col. 6, II. 5]). 
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Morrison however does not explicitly teach including a priority level in said 
indicator. 

Emura teaches assigning priority levels to advertisement content as in the 
form of importance indicators (see [151], [550], [551]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include an indication of the priority of the content, as 
taught in Emura, when providing a way to compare descriptive information such 
as category information, as taught in Morrison, because priority information can 
allow content of a specific priority to be transferred according to a current need 
(see [551]). 

Regarding claim 9: The combined teachings of Slezak, in view of 
Morrison and Emura, teach further comprising computer program code that 
processes a user input and stores said stored category value in said set top box 
(see Morrison: [fig. 2, 28], [col. 3, II. 16-34] where primary and secondary 
materials are downloaded to the receiver's storage for subsequent retrieval 

Regarding claim 12: The combined teachings of Slezak, in view of 
Morrison and Emura, teach wherein said second computer program code further 
comprises code that acquires said second advertisement across a network (see 
Slezak: [fig. 1], [col. 4, II. 49-58], [col. 5, II. 1-10], [col. 8, II. 43-52] for acquiring 
secondary programming across a network through the where computer program 
code inherently is comprises a plurality of code or computer program code 
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routines that work together to provide functionality to a system such as that of a 
set top box or PC). 

Regarding claim 13: The combined teachings of Slezak, in view of 
Morrison and Emura, teach a video combiner that combines a portion of said first 
advertisement with a portion of said second advertisement (see Slezak: [fig. 10], 
[col. 10, II. 61-64]). 

6. Claims 10, 11 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Slezak, in view of Morrison, Emura and Wachob, U.S. Pat. No. 5,155,591 
(hereinafter Wachob). 

Regarding claim 10: Slezak does not teach computer program code that 
recognizes a remote control input as being specific to one user and selects said 
stored category value from a plurality of stored category values based upon an 
identifier of said one user. 

Wachob teaches means implicit of executable instructions that recognize 
a remote control input as being specific to one user and selects said stored 
category value from a plurality of stored category values based upon an identifier 
of said one user (see [figs. 2&4], [col. 1, II. 48-55], [col. 2, II. 10-23], [col. 2, II. 
37-42]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide a means for identifying multiple users, as taught 
in Wachob, when delivering a subscriber broadcast system, as taught in Slezak, 
because it is common for multiple viewers with differing preference to live in the 
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same location and use the same display apparatus (see Wachob [col. 2, II. 13- 
17], [col. 2, II. 37-40]). 

Regarding claim 11: Slezak does not disclose a second computer 
program code further comprises code that adjusts said tuner to receive said 
second advertisement. 

Wachob teaches control functions (programming code) that further 
comprise adjusting said tuner to receive said second advertisement (see [col. 4, 
11.41-55], [col. 6, II. 50-67]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to adjust a tuner to tune to another channel, as taught in 
Wachob, to view an alternate advertisement, as taught in Slezak, because such 
methods are well known to those skilled in the art (see [col. 4, II. 45-49]). 

Regarding claim 16: Slezak discloses a method of operating a subscriber 
broadcast system comprising: defining a plurality of advertising categories (see 
[cols. 3-4, II. 63-14], [col. 8, II. 18-42] for a plurality of advertising categories such 
as none, some or many); receiving user requests for said advertising categories 
(see [cols. 3-4, II. 63-14], [col. 8, II. 18-42]); 

Slezak does not teach transmitting program content and advertisements 
with advertisement indicators 

Morrison however teaches transmitting program content and 
advertisements with indicators allowing selection of advertisements at a set top 
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box (see [col. 3, II. 16-55]; and determining a count of advertisements viewed in 
each category of said plurality of advertising categories (see [col. 3, II. 62-63]). 

Morrison does not teach assigning priority levels to advertisement content 
or creating a billing statement reflecting said count of advertisements in each 
category. Dudkiewicz however does not explicitly teach including a priority level 
as an indicator. 

Emura teaches assigning priority levels to advertisement content as in the 
form of importance indicators (see [151], [550], [551]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include an indication of the priority of the content, as 
taught in Emura, when providing other information such as category information, 
as taught in Dudkiewicz, because priority information can allow programming of 
high importance to be delivered to the viewer in a more effective manner (see 
[551]). 

Wachob teaches providing billing data, from accurate commercial tracking, 
which reflects said count of advertisements (see [col. 2, II. 43-48], [col. 3, II. 48- 
51], [col. 9, II. 15-19], [col. 10, II. 27-28]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide billing data, as taught in Wachob, when 
delivering a subscriber broadcast system, as taught in Morrison, because this 
would be expected, when alternating which commercials are displayed based on 
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user data, to provide market research functions and enable accurate billing of 
advertisers for the commercials presented to the users (see [col. 2, II. 43-48]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Thomas whose telephone number is (571) 270- 
5080. The examiner can normally be reached on Mon. - Thurs., 8:00 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Koenig can be reached on (571) 272-7296. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Andrew Y Koenig/ 

Supervisory Patent Examiner, Art Unit 2623 



